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The following is submitted in support of a Request for Reconsideration of a Final Office Action issued on June 30, 2014
(the “Final Office Action”), concerning the application (the “Application”) in the name of Microsoft Mobile OY  
(“Applicant”) to register the mark MIXRADIO and Design (the “Mark”) in Classes 9, 35, 38 and 41.
The Examining Attorney issued a final refusal of registration on the Principal Register maintaining a requirement that the
Applicant disclaim the wording “MIX RADIO” apart from the mark as shown. Applicant respectfully requests that the
disclaimer requirement be withdrawn and the Mark allowed to proceed to the Principal Register without a disclaimer for
the reasons detailed below.  Applicant hereby fully incorporates by reference the arguments presented in the Office
Action response dated June 11, 2014 (the “First Office Action Response”) submitted by predecessor-in-interest Nokia
Corporation (“Nokia”).
In order to further preserve its rights, Applicant has contemporaneously filed a Notice of Appeal with the Trademark
Trial and Appeals Board (“TTAB”) with the filing of this response.

ARGUMENT
 

The Examining Attorney argues that the wording “MIX RADIO” must be disclaimed because it “merely describes a
feature, function, quality, characteristic, purpose or use” of Applicant’s goods and/or services (the “Applicant’s
Offerings”). Applicant respectfully disagrees insofar as (i) the Examining Attorney bases the disclaimer requirement on
evidence of goods and services actually offered by Nokia (as predecessor-in-interest) rather than the application as filed;
(ii) the Examining Attorney relies on inapposite case law that does not stand for the positions as described in the Final



Office Action; (iii) the combination of the suggestive term “MIX” with “RADIO” into a compound word renders a
disclaimer unnecessary per TMEP § 1213.05(a); and (iv) the evidence of  third party use cited by the Examining Attorney
is of limited probative value and fails to show “descriptive” use of “MIX RADIO” by third parties. As such, the alleged
“descriptiveness” of the term “MIX RADIO” is in doubt at best, and as such the question should be resolved in
Applicant’s favor. Moreover, (v) contrary to the Examining Attorney’s characterization of the actual use of
“MIXRADIO” by Nokia, such evidence of actual use shows that both Nokia and Applicant have used the Mark as a
distinctive source indicator and that the Mark is closely associated with these parties by consumers and the general
public--thus further contradicting the Examining Attorney’s conclusion that the term is “merely descriptive.”

I.          The Proper Descriptiveness Analysis Should Consider the Applied-For Mark and Goods/Services
Identified Therein, Not Applicant’s Actual Use

As set forth in the first Office Action dated December 10, 2013, the Examining Attorney premised the disclaimer
requirement for “MIX RADIO” on evidence of then-applicant Nokia’s offering of “goods and services involv[ing] the
provision of online streaming radio which include ready-made mixes of songs and personalized mixes of songs.”
Although the Examining Attorney attached evidence of Nokia’s goods and services, such evidence did not include use of
the Mark but rather variations including NOKIA MIXRADIO and the smiley-face logo presented separately from the
MIXRADIO text element. Moreover, the evidence of actual use presented by the Examining Attorney is wholly irrelevant
to consideration of this application. Rather, as the TTAB has observed with regard to assessing the descriptive aspects of
a mark, “[A]ctual use of the proposed mark [is] not relevant to our inquiry. We must make our determination based on
the applied-for mark …  and the goods as identified.” In re Rebecca Brough, 2008 WL 885914, *2 (TTAB Jan. 30, 2008).
Likewise here, the Examining Attorney has not established that “MIX RADIO” even as defined in the First Office
Action as “the provision of radio mixes through software to access music, music downloads, music transmission and
music streaming” describes all the goods and services covered by the multi-class Application-- e.g. “Online retail store
services featuring music for download” in Class 35, etc.  

II.        Cases Cited by Examining Attorney are Inapposite, Incorrectly Described

In response to the examples submitted with the First Office Action Response demonstrating that the USPTO has
frequently registered marks for similar goods and/or services containing “MIX” or “RADIO” without requiring a
disclaimer, the Examining Attorney cites to the registrations of the marks RADIOMIXER (reg. no. 1621760) and
RADIOMIXERS (reg. no. 4177225) on the Supplemental Register (but without a disclaimer of “MIX” or “RADIO”) to
support the conclusion that the wording “MIXRADIO” is descriptive of the Applicant’s Offerings. The argument fails
given that, as the Examining Attorney acknowledged in the Final Office Action, “each case must be considered on its
own merits.” In fact, this same observation is made in In re Finisar Corp. cited by the Examining Attorney. 78 USPQ2d
1618, 1621 (TTAB 2006) (“While uniform treatment is a goal, our task is to determine based on the record before us,
whether applicant's mark is merely descriptive.”). The Examining Attorney otherwise mischaracterizes this case and two
others as supporting the probative value of the fact that the marks cited by the Examining Attorney were registered on the
Supplemental Register. See Instit. Nat’l des Appellations D’Origine v. Vintners Int’l Co. , 958 F.2d 1574, 1581-82, 22
USPQ2d 1190, 1196 (Fed. Cir. 1992) (court cited to disclaimers entered in third party registrations without reference to
registrations on the Supplemental Register); In re Box Solutions Corp., 79 USPQ2d 1953, 1955 (TTAB 2006) (court
considered third party marks registered with disclaimers, not registrations on the Supplemental Register);  In re Finisar
Corp., 78 USPQ2d 1618, 1621 (examining attorney submitted evidence of third-party registrations on the Supplemental
Register, to which the TTAB responded that “[t]he Board must decide each case on its own merits”).   Moreover, the
goods covered under Registration No. 1621760 (“audio mixing console”) are distinguishable from the type of goods and
services covered by the Application and therefore has even less probative value in this instance.

III.       Disclaimer Unnecessary Given Combination of Suggestive Term MIX With RADIO Into
Compound Word

In In re Box Solutions Corp., the TTAB recognized that the proper outcome with regard to a compound word that
combines a “an unregistrable component and a registrable component …  into a single word” is registration without
disclaimer. 79 USPQ2d 1953, 1955 (TTAB 2006), citing TMEP § 1213.05(a) (4th ed. April 2005). The mark cited by the



TTAB was ENERGYSOLUTIONS, Reg. No. 2881792, which was registered on the Principal Register without a
disclaimer despite the fact that the mark covers computer software relating to the energy industry. The TTAB
acknowledged the registration of this mark with approval, despite the fact that “the term ‘SOLUTIONS’ has been
regarded as merely descriptive in a number of [other] third-party marks.” 79 USPQ2d at 1955. The same outcome is
appropriate here. Even if Applicant conceded that “RADIO” is a merely descriptive term by itself, the Examining
Attorney has not established that the term “MIX” is not suggestive as opposed to merely descriptive with regard to the
Applicant’s Offerings.
As noted above, the Examining Attorney initially made no effort to define the meaning of the term “MIX” in the context
of the Applicant’s Offerings, and in the Final Office Action, the Examining Attorney states merely that “MIX is defined
as ‘a combination of different things.’” As such, the Examining Attorney has not established that “MIX” satisfies the
criteria for a merely descriptive term as set forth in TMEP §1209.01(b).  That is, the Examining Attorney has not put
forth in what respect “MIX” “describes an ingredient, quality, characteristic, function, feature, purpose, or use of the
specified goods or services”, such as-- inter alia--“Online retail store services featuring music for download,” or
“computer software for creating searchable databases of information and data for peer-to-peer social networking
databases.”

IV.       Evidence of Third Party Use of MIX RADIO is of Limited Probative Value and/or Fails to Support
Allegation that Wording is “Merely Descriptive”

The Examining Attorney also cites to a number of third party websites purportedly to be using the wording “MIX
RADIO” in a descriptive manner. However, upon inspection, the examples cited by the Examining Attorney show use of
the wording either in the context of a third party’s own trademark use or by parties outside of the United States, therefore
of limited probative value as to the descriptiveness of the wording to U.S. consumers.

·         The website http://www.a-1mix.com/ shows use of the term A-1 MIX RADIO as a trademark without
descriptive use of the wording “MIX RADIO” apart from the mark.

·         The website http://blog.last.fm/2010/10/29/mix-radio-a-new-radio-station shows use of the term MIX RADIO
to describe a particular station and not in a descriptive manner. (Moreover, the comments to the blog post shown
in the website indicate that third parties considered the mark distinctive of a particular service and not
descriptive.)

·         The Facebook page https://www.facebook.com/themixradio/info shows use of “THE MIX RADIO” and
“THEMIXRADIO” as trademarks; moreover, the Facebook page relates to a UK-based radio station and
therefore does not reflect on the descriptiveness of the term “MIX RADIO” (or, more properly, “THE MIX
RADIO” as the term appears on the website) to U.S. consumers.

·         The website http://www.surfmusic.de/radio-station/80s-hot-mix-radio-dsl,5908.html relates to a Paris-based
“webradio station” and does not reflect on the descriptiveness of the term “MIX RADIO” (or, more properly,
“80s HOT MIX RADIO” as the term appears on the website) to U.S. consumers.

·         The Kickstarter page https://www.kickstarter.com/projects/austinwiard7/my-mix-radio shows use of the term
MY MIX RADIO as a trademark without descriptive use of the wording “MIX RADIO” apart from the mark.

·         The website http://thegospelmixcd.com/gospelmixradio/ shows use of the term GOSPEL MIX as a trademark,
along with the term “GOSPEL MIX RADIO”, clearly combining the owner’s GOSPEL MIX mark with the
generic term “RADIO.”

·         The website http://www.liveonlineradio.net/philippines/love-mix-radio.htm shows use of the term LOVE
MIX as a trademark without descriptive use of the wording “MIX RADIO” apart from the mark.

·         The website http://www.windowsphone.com/en-us/store/app/deep-mix-radio/2593de24-c2bc-40fe-ae04-
eec2d18a8a4e shows use of the term DEEP MIX RADIO as a trademark without descriptive use of the wording



“MIX RADIO” apart from the mark.

·         The website http://www.ksgm.com/ shows use of the term GOSPEL HARMONY MIX as a trademark, along
with the term “GOSPEL HARMONY MIX RADIO”, clearly combining the owner’s GOSPEL HARMONY
MIX mark with the generic term “RADIO.”

·         The website http://www.latinbayarea.com/article/latino-mix-radio-station-whats-really-going-on shows use of
the term LATINO MIX as a trademark for a (now closed) radio station, along with the term “LATINO MIX
RADIO STATION”, clearly combining the owner’s LATINO MIX mark with the generic term “RADIO
STATION.”

Thus, with all of the evidence presented by the Examining Attorney duly considered, it is clear that at the very least,

reasonable people may differ as to the alleged descriptiveness of the term “MIX RADIO” with regard to Applicant’s

Offerings.  In such situations, it is well established that doubt as to the descriptiveness of the mark should be resolved in

the applicant’s favor. Morton-Norwich Products, Inc., 209 U.S.P.Q. 791 (TTAB 1981); In re Gourmet Bakers, 173

U.S.P.Q. 565 (TTAB 1972).

V.        The Mark is Closely Associated with Applicant and its Predecessor

As the TTAB as observed, “The burden is initially on the United States Patent and Trademark Office to make a prima
facie showing that the mark or word in question is descriptive from the vantage point of purchasers of applicant's goods.”
 In re Box Solutions Corp., 79 USPQ2d 1953, 1953 (TTAB 2006), citing In re Merrill Lynch, Pierce, Fenner, and Smith,
Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1144 (Fed. Cir. 1987). Here, the Examining Attorney attempted to meet this burden
by reference to evidence of actual goods and services offered by Nokia; however, such use--though neither necessary nor
sufficient to establish the descriptiveness of a mark in the context of the application as filed--in fact reflects the close
association between the Mark and the Applicant (or Nokia as predecessor-in-interest) “from the vantage point of
purchasers of applicant’s goods.” Id.
As indicated by notice filed on August 14, 2014, the Mark has changed owners from Nokia Corporation to Microsoft
Mobile OY, effective as of July 15, 2014. The use of the Mark in connection with Applicant’s Offerings has been well-
publicized by both parties (see examples of promotional materials attached as Exhibit A) and has generated a significant
amount of public recognition both by reporting media (see examples of media articles attached as Exhibit B) and
consumer blogs (see example of consumer blog reviews and articles attached as Exhibit C). At the time of the change of
ownership, Nokia was recognized as holding the second largest share in the global mobile-phone market (see Exhibit D,
http://www.cnet.com/news/nokia-hangs-on-to-second-place-in-mobile-phone-market/). The move to Microsoft brought
the MIXRADIO goods and services to even greater prominence, including a well-publicized partnership with Adidas (see
Exhibit E, http://www.engadget.com/2014/11/27/adidas-micoach-smart-run-mixradio/). Most recently, the publicity
surrounding the publicly announced plan to sell “[Microsoft’s] MixRadio Service” further underscores the close
association the Mark has with Applicant in the eyes’ of its consumers ( see, e.g. Exhibit F,
http://www.theverge.com/2014/12/18/7415685/line-acquires-microsoft-nokia-mixradio).
Thus, contrary to the Examining Attorney’s characterization of the actual goods and services offered by Nokia and the
Applicant, such use of the Mark evidences the distinctive nature of the Mark in association with Applicant’s goods and
services, not its alleged descriptiveness.

*          *          *

For the foregoing reasons, Applicant respectfully submits that the disclaimer requirement for the wording “MIX

RADIO” is unnecessary and inappropriate, and that it should be withdrawn by the Examining Attorney.



 CONCLUSION

The Applicant believes it has addressed all outstanding issues raised by the Examining Attorney in the Office Action. 
The Applicant therefore respectfully requests that the Application be approved for publication.  Should any questions
remain with respect to the above, please contact the Attorney of Record.
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Serial No.:       79/137,054

Mark:               MIXRADIO and Design

Classes:                       9, 35, 38, 41

Office Action Date:    June 30, 2014
Examiner:        Kristin Carlson (L.O. 105)
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RECONSIDERATION OF

FINAL DECISION
 
 
 

 
 

The following is submitted in support of a Request for Reconsideration of a Final Office Action issued on
June 30, 2014 (the “Final Office Action”), concerning the application (the “Application”) in the name of
Microsoft Mobile OY  (“Applicant”) to register the mark MIXRADIO and Design (the “Mark”) in
Classes 9, 35, 38 and 41.
The Examining Attorney issued a final refusal of registration on the Principal Register maintaining a
requirement that the Applicant disclaim the wording “MIX RADIO” apart from the mark as shown.
Applicant respectfully requests that the disclaimer requirement be withdrawn and the Mark allowed to
proceed to the Principal Register without a disclaimer for the reasons detailed below.  Applicant hereby
fully incorporates by reference the arguments presented in the Office Action response dated June 11, 2014
(the “First Office Action Response”) submitted by predecessor-in-interest Nokia Corporation (“Nokia”).
In order to further preserve its rights, Applicant has contemporaneously filed a Notice of Appeal with the
Trademark Trial and Appeals Board (“TTAB”) with the filing of this response.

ARGUMENT
 

The Examining Attorney argues that the wording “MIX RADIO” must be disclaimed because it “merely
describes a feature, function, quality, characteristic, purpose or use” of Applicant’s goods and/or services
(the “Applicant’s Offerings”). Applicant respectfully disagrees insofar as (i) the Examining Attorney
bases the disclaimer requirement on evidence of goods and services actually offered by Nokia (as
predecessor-in-interest) rather than the application as filed; (ii) the Examining Attorney relies on
inapposite case law that does not stand for the positions as described in the Final Office Action; (iii) the
combination of the suggestive term “MIX” with “RADIO” into a compound word renders a disclaimer
unnecessary per TMEP § 1213.05(a); and (iv) the evidence of  third party use cited by the Examining
Attorney is of limited probative value and fails to show “descriptive” use of “MIX RADIO” by third
parties. As such, the alleged “descriptiveness” of the term “MIX RADIO” is in doubt at best, and as such
the question should be resolved in Applicant’s favor. Moreover, (v) contrary to the Examining
Attorney’s characterization of the actual use of “MIXRADIO” by Nokia, such evidence of actual use
shows that both Nokia and Applicant have used the Mark as a distinctive source indicator and that the
Mark is closely associated with these parties by consumers and the general public--thus further
contradicting the Examining Attorney’s conclusion that the term is “merely descriptive.”

I.          The Proper Descriptiveness Analysis Should Consider the Applied-For Mark and
Goods/Services Identified Therein, Not Applicant’s Actual Use

As set forth in the first Office Action dated December 10, 2013, the Examining Attorney premised the
disclaimer requirement for “MIX RADIO” on evidence of then-applicant Nokia’s offering of “goods and
services involv[ing] the provision of online streaming radio which include ready-made mixes of songs and
personalized mixes of songs.” Although the Examining Attorney attached evidence of Nokia’s goods and
services, such evidence did not include use of the Mark but rather variations including NOKIA
MIXRADIO and the smiley-face logo presented separately from the MIXRADIO text element. Moreover,
the evidence of actual use presented by the Examining Attorney is wholly irrelevant to consideration of



this application. Rather, as the TTAB has observed with regard to assessing the descriptive aspects of a
mark, “[A]ctual use of the proposed mark [is] not relevant to our inquiry. We must make our
determination based on the applied-for mark …  and the goods as identified.” In re Rebecca Brough, 2008
WL 885914, *2 (TTAB Jan. 30, 2008). Likewise here, the Examining Attorney has not established that
“MIX RADIO” even as defined in the First Office Action as “the provision of radio mixes through
software to access music, music downloads, music transmission and music streaming” describes all the
goods and services covered by the multi-class Application--e.g. “Online retail store services featuring
music for download” in Class 35, etc.  

II.        Cases Cited by Examining Attorney are Inapposite, Incorrectly Described

In response to the examples submitted with the First Office Action Response demonstrating that the
USPTO has frequently registered marks for similar goods and/or services containing “MIX” or
“RADIO” without requiring a disclaimer, the Examining Attorney cites to the registrations of the marks
RADIOMIXER (reg. no. 1621760) and RADIOMIXERS (reg. no. 4177225) on the Supplemental Register
(but without a disclaimer of “MIX” or “RADIO”) to support the conclusion that the wording
“MIXRADIO” is descriptive of the Applicant’s Offerings. The argument fails given that, as the
Examining Attorney acknowledged in the Final Office Action, “each case must be considered on its own
merits.” In fact, this same observation is made in In re Finisar Corp. cited by the Examining Attorney. 78
USPQ2d 1618, 1621 (TTAB 2006) (“While uniform treatment is a goal, our task is to determine based on
the record before us, whether applicant's mark is merely descriptive.”). The Examining Attorney
otherwise mischaracterizes this case and two others as supporting the probative value of the fact that the
marks cited by the Examining Attorney were registered on the Supplemental Register. See Instit. Nat’l
des Appellations D’Origine v. Vintners Int’l Co. , 958 F.2d 1574, 1581-82, 22 USPQ2d 1190, 1196 (Fed.
Cir. 1992) (court cited to disclaimers entered in third party registrations without reference to registrations
on the Supplemental Register); In re Box Solutions Corp., 79 USPQ2d 1953, 1955 (TTAB 2006) (court
considered third party marks registered with disclaimers, not registrations on the Supplemental Register);  
In re Finisar Corp., 78 USPQ2d 1618, 1621 (examining attorney submitted evidence of third-party
registrations on the Supplemental Register, to which the TTAB responded that “[t]he Board must decide
each case on its own merits”).   Moreover, the goods covered under Registration No. 1621760 (“audio
mixing console”) are distinguishable from the type of goods and services covered by the Application and
therefore has even less probative value in this instance.

III.       Disclaimer Unnecessary Given Combination of Suggestive Term MIX With RADIO
Into Compound Word

In In re Box Solutions Corp., the TTAB recognized that the proper outcome with regard to a compound
word that combines a “an unregistrable component and a registrable component …  into a single word” is
registration without disclaimer. 79 USPQ2d 1953, 1955 (TTAB 2006), citing TMEP § 1213.05(a) (4th ed.
April 2005). The mark cited by the TTAB was ENERGYSOLUTIONS, Reg. No. 2881792, which was
registered on the Principal Register without a disclaimer despite the fact that the mark covers computer
software relating to the energy industry. The TTAB acknowledged the registration of this mark with
approval, despite the fact that “the term ‘SOLUTIONS’ has been regarded as merely descriptive in a
number of [other] third-party marks.” 79 USPQ2d at 1955. The same outcome is appropriate here. Even if
Applicant conceded that “RADIO” is a merely descriptive term by itself, the Examining Attorney has not
established that the term “MIX” is not suggestive as opposed to merely descriptive with regard to the
Applicant’s Offerings.
As noted above, the Examining Attorney initially made no effort to define the meaning of the term
“MIX” in the context of the Applicant’s Offerings, and in the Final Office Action, the Examining
Attorney states merely that “MIX is defined as ‘a combination of different things.’” As such, the
Examining Attorney has not established that “MIX” satisfies the criteria for a merely descriptive term as
set forth in TMEP §1209.01(b).  That is, the Examining Attorney has not put forth in what respect “MIX”



“describes an ingredient, quality, characteristic, function, feature, purpose, or use of the specified goods or
services”, such as-- inter alia--“Online retail store services featuring music for download,” or “computer
software for creating searchable databases of information and data for peer-to-peer social networking
databases.”

IV.       Evidence of Third Party Use of MIX RADIO is of Limited Probative Value and/or
Fails to Support Allegation that Wording is “Merely Descriptive”

The Examining Attorney also cites to a number of third party websites purportedly to be using the
wording “MIX RADIO” in a descriptive manner. However, upon inspection, the examples cited by the
Examining Attorney show use of the wording either in the context of a third party’s own trademark use or
by parties outside of the United States, therefore of limited probative value as to the descriptiveness of the
wording to U.S. consumers.

·         The website http://www.a-1mix.com/ shows use of the term A-1 MIX RADIO as a trademark
without descriptive use of the wording “MIX RADIO” apart from the mark.

·         The website http://blog.last.fm/2010/10/29/mix-radio-a-new-radio-station shows use of the
term MIX RADIO to describe a particular station and not in a descriptive manner. (Moreover, the
comments to the blog post shown in the website indicate that third parties considered the mark
distinctive of a particular service and not descriptive.)

·         The Facebook page https://www.facebook.com/themixradio/info shows use of “THE MIX
RADIO” and “THEMIXRADIO” as trademarks; moreover, the Facebook page relates to a UK-
based radio station and therefore does not reflect on the descriptiveness of the term “MIX
RADIO” (or, more properly, “THE MIX RADIO” as the term appears on the website) to U.S.
consumers.

·         The website http://www.surfmusic.de/radio-station/80s-hot-mix-radio-dsl,5908.html relates to
a Paris-based “webradio station” and does not reflect on the descriptiveness of the term “MIX
RADIO” (or, more properly, “80s HOT MIX RADIO” as the term appears on the website) to
U.S. consumers.

·         The Kickstarter page https://www.kickstarter.com/projects/austinwiard7/my-mix-radio shows
use of the term MY MIX RADIO as a trademark without descriptive use of the wording “MIX
RADIO” apart from the mark.

·         The website http://thegospelmixcd.com/gospelmixradio/ shows use of the term GOSPEL MIX
as a trademark, along with the term “GOSPEL MIX RADIO”, clearly combining the owner’s
GOSPEL MIX mark with the generic term “RADIO.”

·         The website http://www.liveonlineradio.net/philippines/love-mix-radio.htm shows use of the
term LOVE MIX as a trademark without descriptive use of the wording “MIX RADIO” apart
from the mark.

·         The website http://www.windowsphone.com/en-us/store/app/deep-mix-radio/2593de24-c2bc-
40fe-ae04-eec2d18a8a4e shows use of the term DEEP MIX RADIO as a trademark without
descriptive use of the wording “MIX RADIO” apart from the mark.

·         The website http://www.ksgm.com/ shows use of the term GOSPEL HARMONY MIX as a
trademark, along with the term “GOSPEL HARMONY MIX RADIO”, clearly combining the
owner’s GOSPEL HARMONY MIX mark with the generic term “RADIO.”



·         The website http://www.latinbayarea.com/article/latino-mix-radio-station-whats-really-going-
on shows use of the term LATINO MIX as a trademark for a (now closed) radio station, along
with the term “LATINO MIX RADIO STATION”, clearly combining the owner’s LATINO
MIX mark with the generic term “RADIO STATION.”

Thus, with all of the evidence presented by the Examining Attorney duly considered, it is clear that at the

very least, reasonable people may differ as to the alleged descriptiveness of the term “MIX RADIO” with

regard to Applicant’s Offerings.   In such situations, it is well established that doubt as to the

descriptiveness of the mark should be resolved in the applicant’s favor. Morton-Norwich Products, Inc.,

209 U.S.P.Q. 791 (TTAB 1981); In re Gourmet Bakers, 173 U.S.P.Q. 565 (TTAB 1972).

V.        The Mark is Closely Associated with Applicant and its Predecessor

As the TTAB as observed, “The burden is initially on the United States Patent and Trademark Office to
make a prima facie showing that the mark or word in question is descriptive from the vantage point of
purchasers of applicant's goods.”  In re Box Solutions Corp., 79 USPQ2d 1953, 1953 (TTAB 2006), citing
In re Merrill Lynch, Pierce, Fenner, and Smith, Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1144 (Fed. Cir.
1987). Here, the Examining Attorney attempted to meet this burden by reference to evidence of actual
goods and services offered by Nokia; however, such use--though neither necessary nor sufficient to
establish the descriptiveness of a mark in the context of the application as filed--in fact reflects the close
association between the Mark and the Applicant (or Nokia as predecessor-in-interest) “from the vantage
point of purchasers of applicant’s goods.” Id.
As indicated by notice filed on August 14, 2014, the Mark has changed owners from Nokia Corporation to
Microsoft Mobile OY, effective as of July 15, 2014. The use of the Mark in connection with Applicant’s
Offerings has been well-publicized by both parties (see examples of promotional materials attached as
Exhibit A) and has generated a significant amount of public recognition both by reporting media (see
examples of media articles attached as Exhibit B) and consumer blogs (see example of consumer blog
reviews and articles attached as Exhibit C). At the time of the change of ownership, Nokia was recognized
as holding the second largest share in the global mobile-phone market (see Exhibit D,
http://www.cnet.com/news/nokia-hangs-on-to-second-place-in-mobile-phone-market/). The move to
Microsoft brought the MIXRADIO goods and services to even greater prominence, including a well-
publicized partnership with Adidas (see Exhibit E, http://www.engadget.com/2014/11/27/adidas-micoach-
smart-run-mixradio/). Most recently, the publicity surrounding the publicly announced plan to sell
“[Microsoft’s] MixRadio Service” further underscores the close association the Mark has with Applicant
in the eyes’ of its consumers ( see, e.g. Exhibit F, http://www.theverge.com/2014/12/18/7415685/line-
acquires-microsoft-nokia-mixradio).
Thus, contrary to the Examining Attorney’s characterization of the actual goods and services offered by
Nokia and the Applicant, such use of the Mark evidences the distinctive nature of the Mark in association
with Applicant’s goods and services, not its alleged descriptiveness.

*          *          *

For the foregoing reasons, Applicant respectfully submits that the disclaimer requirement for the wording

“MIX RADIO” is unnecessary and inappropriate, and that it should be withdrawn by the Examining

Attorney.



 CONCLUSION

The Applicant believes it has addressed all outstanding issues raised by the Examining Attorney in the
Office Action.  The Applicant therefore respectfully requests that the Application be approved for
publication.  Should any questions remain with respect to the above, please contact the Attorney of
Record.
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Signatory's Name: John P. Halski
Signatory's Position: Attorney of Record, Washington State bar member

Signatory's Phone Number: 206-359-3881

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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